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DETAILED ACTION 

Claims 1 and 3-20 are pending, of which 14-18 are withdrawn from consideration, as 
amended 7/20/06 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

1. Claims 1-3,5, 7. 12 and 13 are rejected under 35 U.S.C. 102(b) as being clearly 
anticipated bv Falletti (US 4,865.742) 

The claims are recited generally in means plus function language which revokes 
35 USC 1 12, sixth paragraph, and therefore, the elements recited will be limited by the 
corresponding disclosure in the specification or equivalent thereof. 

Falletti teaches a recirculating system for separating emulsions having a 
stainless steel housing (figure, column 3 lines 13-22), ceramic membrane (column 3 
lines 40-53), liquid receiver means (22, figure 1) pump means, liquid receiver means 
(see figure), and chemical treating means (tank 24, figure 1, or line 18; column 3 lines 
27-30). The contaminated mixture is water and oil (abstract). (Please note that 
'cleaning chemical' and 'water with oil' are intended use of the system, and are not 
patentable limitations). Compressed air backpressure means - see column 4 lines 13- 
25. 
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Regarding the newly added limitation of "a cylindrical cross-flow filter 
... minimized volume", the reference teaches a co-axial, cylindrical cross-flow filter 
(figures); 'close fitting', 'minimal radial clearance', and 'minimized volume', etc., are 
inherent in the teaching of the reference, these are optimizable variables, and applicant 
has not defined the ranges of the close fitting, clearance or the volume that are not 
anticipated by the reference. 

Regarding claims 4 and 9, two reservoirs: one reservoir 24 with air supply is 
connected to the receiving means 22, and the second, a reservoir for the detergent, 
which is not shown, but implied, connected to the valve 21, which would be in the "ring", 
(column 3 lines 23-38). "[I]n considering the disclosure of a reference, it is proper to 
take into account not only specific teachings of the reference but also the inferences 
which one skilled in the art would reasonably be expected to draw therefrom." In re 
Preda, 401 F.2d 825, 826, 159 USPQ 342, 344 (CCPA 1968); In re Lamberti, 545 F.2d 
747, 750, 192 USPQ 278, 280 (CCPA 1976). Rest of the claim is functional language, 
which the system is capable of. 

2. Claims 1-5.7-10.12 and 13 are rejected under 35 U.S.C. 102(e) as being anticipated 
by Kiderman et al (US 2003/0132175). 

Kiderman teaches an oil-water separation system (figure 3) in closed loop 
recirculation having cross flow ceramic membranes, pressurized feed tank (76) having 
high and low pressure switches, pumps, back-flush and chemical cleaning systems 
having plurality of reservoirs (system 84) as claimed: see paragraphs 20-23. The 
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reference teaches single or multiple coaxial filters (paragraph 5). Fitting clearance and 
volumes are inherent; applicant's claims do not have any specific ranges recited. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

3. Claims 6 and 8 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Falletti. 

Instant claims differ from the teaching of Falletti in the 'pair of circulation rings' 
and having more than one membrane in series. However, having two such circulation 
rings is purely duplicating the systems, and is not patentable. Having more than one 
membrane in series is only optimizing the membrane area and residence time 
requirement depending on the rate of processing required or the feed fluid through-put. 
(Note: mere duplication of the essential working parts of a device involves only routine 
skill in the art. Sf. Regis Paper Co. v. Bemis Co.; In re Harza, 274 F.2d 669, 124 USPQ 
378 (CCPA 1 960)). Discovery of an optimum value of a result effective variable in a 
known process is ordinarily within the skill of the art. In re Boesch and Slaney, 205 
USPQ 215 (CCPA 1980); In re Antonie, 559 F.2d 618, 195 USPQ 6 (CCPA 1977); 
"[W]here the general conditions of a claim are disclosed in the prior art, it is not 
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inventive to discover the optimum or workable ranges by routine experimentation." In re 
Alter, 220 F.2d 454, 456, 105 USPQ 233, 235 (CCPA 1955) 

4. Claim 3 is rejected under 35 U.S.C. 103(a) as being unpatentable over Falletti in 
view of Hanev (US 6.099.733) 

The claim differs from the teaching of Falletti in the plurality of chemical 
reservoirs. However, having more than one chemical cleaning reservoir would be 
obvious to one of ordinary skill in the art, which would depend on the cleaning 
requirement for the various contaminants in the feed stream. Haney teaches multiple 
cleaning reservoirs as known in the art (L, figure 1 : prior art). It would be obvious to one 
of ordinary skill in the art at the time of invention to use the teachings of Haney in the 
teaching of Trulson for effective cleaning of the membranes and automated operation of 
the system. 

5. Claim 1 1 is rejected under 35 U.S.C. 103(a) as being unpatentable over Falletti as 
applied to claim 5 above, and further in view of Trulson et al (US 3.977.967). 

The claim differs from the teaching of Falletti in the double O-ring for the 
membrane. Trulson teaches O-ring seals (fig 3) and gaskets (fig 5 and 6) in a 
membrane apparatus for cleaning wastewater. It would be obvious to one of ordinary 
skill in the art at the time of invention to use the teaching of Trulson in the teaching of 
Falletti to have a compact design with tubes in close proximity to each-other and to the 
housing to save space (see col 10 line 56-col 1 1 line 2), and because Falletti does not 
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teach the details of the end fittings. Regarding the two O-rings, Trulson does not 
specifically teach putting in two O-rings, but teaches the gasket in Fig 5 and 6, which 
would be equivalent to the two O-ring structure recited in claim 15, because it provides 
the same compact, close-proximity design. In this case, the prior art element performs 
the identical function specified in the claim in substantially the same way, and produces 
substantially the same results as the corresponding element disclosed in the 
specification. Kemco Sales, Inc. v. Control Papers Co., 208 F.3d 1352, 54 USPQ2d 
1308 (Fed. Cir. 2000). 

6. Claims 19 and 20 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Kiderman as applied to claim 1 above, and further in view of Hanev. 

Kiderman teaches a back-pulsing system with reservoir and accumulator tank 
with the required automation as claimed - see figure 3 and paragraphs 21 and 22. 
Kiderman differs from the claims in the recitation of the first auxiliary reservoir in the ring 
circulation path. Haney teaches providing reservoirs in such circulation paths for 
membranes as conventional, or known in the art, for membrane cleaning - see figure 1 , 
prior art, and column 6 lines 19-23. It would be obvious to one of ordinary skill in the art 
at the time of invention to use what is known or conventional in the art. 

Response to Arguments 

Applicant's arguments filed 7/20/06 have been fully considered but they are not 
persuasive. 
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The declaration of 7/20/06 is not commensurate in scope with the rejection. The 
declaration discusses the operational differences, or intended use, between the claimed 
apparatus and that of the Falletti and Haney references. Claims are for the apparatus. 

Applicant's arguments are also based on the intended use. Arguments on 
commercial viability would not overcome the rejection: the products are expected to be 
commercially viable; commercial viability does not equate to commercial success or 
unexpected results, which are considered under secondary considerations for 
patentability over a rejection based on obviousness. Such secondary considerations 
would not overcome a rejection based on anticipation. 

Haney reference was used for its showing of multiple reagent tanks as 'well 
known'. 

With respect to the Kiderman reference, the reference has a priority date to its 
provisional application, 60/339,003, Dec. 7, 2001, which is earlier than applicant's 
effective filing date. Applicant would be able to look up the provisional application, 
which is available through public and private PAIR. 

Conclusion 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .1 36(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
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mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Krishnan S. Menon whose telephone number is 571- 
272-1 143. The examiner can normally be reached on 8:00-4:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Wanda L. Walker can be reached on 571-272-1 151 . The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-21 7-91 97 (toll-free). 
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Examiner 
Art Unit 1723 




